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: •:^::VwNo. .98-1498: ' 
, :^Kr; ,vuv) {^pgggr^ Circuit^' v-^:V '■•^ 

J ir. ^.r i::r :; \rU/vr' 

: rr-}^}-:? ■ :tF ■ 

\Bp5^4 of ?^tent A^jp^^ ^iit4 In|^er- 

encjea* i;iphpld peg'^tioft of a^jdiq^tipn, i^or 

utaity p^tenti, , jOT^ appeal ;was , ta^ The 

United ,States[:;pqi|rt of^^ tihe 

Feder^J Circuit,; 0^ ^WflSAj. 

h^ld ih^t: ..(l)^,- Board ^rred-,% r^jeQ^g 

with pi^np!^ fapa on^^ of .obyipus- 

ne^S;, \^i<^out jd^(|i^g teachdng, 
.qr, mj^^y^tioo ^..epmbin^ prior art .jrgfer- 
eflGie§, and JJ^X, ap]^^^ 4^§sigri 
p^|;pnts inyplying .pimpk^^ 9^)^^ 
di^^npjt.preKdude issifanpe of psft^nt iii prej^-. 
ent e^e,, 'ij^^ double 

^eyei^ed;*'-^-^ ':'••>; ■' ■ ^••■^ '-^'^iliy :.. 

' ''f'Meral Gircmt^detel^^ 
tion 6f obVfoushfei^- 'of patent- without 
er^nSe lb Bosu^d bf "Patient Appeals ^d • 
Iftteiferenees, iatod exian4ines any faetliM- 
findings for/ - clear 'dirbr. ='35 U.iS.GtA, 
§ 108(^; -' >^ V - • - ^ - 

3, The ^tijtle§ andj for 



JN RE mi 

Cite as 175 F3d 99- 

2. Patents <^16(1) 

Measuring a claimed invention for ob^ 
viousness requires the oft-difficult but crit- 
ical step of casting the mind back to ;the 
tirne of invefition, to consider the thinking 
of one of ordinary skiB in tiiW art, guided 
only by the prior art references Mid the 
themaccepted \Visdom in the field, i35 
U,S.C.A, § 103(a); - . . v . i. 

3/ Patents <^16(4) " ...."V 

IBeat. defense against the ^subtl^ but 
pQ\yer&il attraction of a hind$ight^ba$ed 
obviousne&S' an^l^is of a patent applica- 
tion is rigorous application of the require- 
ment for a $howing of the teachmg ior 
motivation to conabine prior jart referenQ^;. 
35 U.S.C A n03(a). ./ . , m m : 

4 Patents ^2^1) ■ 

Evidericp. (rf a^ sug^estionL, teaching, or 
motivation tp conibine prior art r^^ 
sufficient to rend^: invention pbyious and 
unpatentable, may flow from the prior art 
references themselves, the knowledge of 
one of bf^inary skill in the art, oi^ in some 
cases, froiri thb nature of tfie prbblem' to 
be soh^^d/ ^ U.S:CJL^§ 10S(a)/ - 

5. Patients <??^36(1) 

Broad conidlusorj^ statements regard- 
ing the teachingr of multiple references, 
standing alone, ate not evidence suffident 
to: render invention obvious^and ^unpatent- 
able: 35 U.S.aA^§ 103(a).u : . 

6. P?itente'«??j(6^ ^ ..." ■ - 

Board of P^jtentfAppes^ and lnterfKF-; 
ence& jerred* by denying; for obviousness 
application , for utility:; patent / for g^angie 
colored plastic tr^b bjBg with^^ 
which expanded : to jphpw face pf pjanpldn^ 
when filled wijth leaye^, ,when Bgard; 
IHior art shoeing pljacenaentj pf ip^mplgn 
faces on crepe paper £md. v^tet^ii disdpged. 
features of plastic trash bags mdiicoi^ud-: 
ed that prior art references collectively 
described all limitations of present claims; 
Board should have found a suggestion, 
teaching, or mp.tiv?itipn tp . ^(sqiufctoe prior 
, art4^ferences..c3g U.S.cX § vl03€a). : .:: - 
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7. Patents <S=^113(6) 

Federal Circuit wotdd not consider ar- 
gument made in support ^f obviousness of 
patent application, which was not raised 
before Board of Patent Appeals and Inter- 
ferences. 35 UkdA .§ '^1^^^ 

8- Patents ®=»>120 

The' ' doctrine of • "obviousriess-type- 
double patenting'' prohibits daims in a sec- 
ond Jiatent which define merely an obvious 
variation of an invention daiihed by ' the , 
same inventor in an iearliet patenji. 35 
U;gX!A § 103(a). 

See publication Words idiid i*hras- 
es for other judicial constructions 
and definitions. 

a. Patents <^314(5) 

Question whether patent application is 
to be rejected, under obvious-type double 
patenting dpctrine, on .groimds that 
cm^ed invention was nie^^^y an obyiou^ 
variation on invention disclosed in ejosting 
patent, is one pf law,, which Federal Ciri?uit : 
reviews de novo. ; 35 U<S*CX § i03(a). 

10. Patents <®»120 

In some very rarp cases, obyipus-type 
double patenting,, in which invention 
claimed in patent application was obvioi^ 
variation on invention disdbised by ^idsting 
patent, may he found between; design ^d 
utility patents. ^S^U.S.CJL § a03(aX ] 

lL*Pati^ts-<&s^I20-= ; 
' \ utility patent is sought;^^^^^^^^^ 
iny^dated due , to ob\dou^nesiB, in' H^ht' p^^^ 
previous design patents, r^jedtipn iiffde^^ 
6b]rtpu^ness-typ^ dottbie pHfen|ing doct^e 
is af)prbpriate only if tHfe clafins pf tlie 1^ 
patents . a:o^^re$d^^eaI^^ thai tjie te^t 
i^ whiethiei' tii0 subfe^it mkli^r' of 
of the patent sought to be invalidated 
would have been obvious from the subject 
matter of the claims of the other patent, 

and vice versa. 35 U.S,GA: § ip3(a). • 

• . , It. • \ ' ' ' ' " . ' * ' ' ' ' - . ' *■ 

:.:v^ order f(^Tia.,degi tp be xmpatenfc, 
^blgutoecauseipf ro^ must; 
first be ;a. baac d^si^ referenqe jn ; tijei 
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prior art, the design> ^^dhai^cteristids ; of 
which i'iare: basically the saihia ias : the 
daimed design; i55 UvS.GA; §.;103<a). u- J 

"'^^hrase "haviiig facial iiidicia thereon," 
contained in claim of application for utility 
patent on plastic trash bag- with ^pvuEpkiri 
fac^,: was not. 4esign reference th^jt; was 
basically the;Sam^e as,; claimed design coyr 
ered ,by .de^gri-vpatents. ojx jackro4a^tern 
faces on •bag^,,;^d;appHcation was cq^s^^ 
quen% .rio|^ required to be r^ected. uiider- 
obviousness-type double . patenting doc-; 
trine., 35 aSl^,§;/;lpa(^^^ 



David P. Gordon, of Stamford, Connecti- 
cut, argued for appell^t ' -Of eourisel wa^- 
Thomas i'Ai j Gallagher, 6f^ Stamford, Con- 
nedticut. -m ^ ■ ^- -^r?: 

' John M: Whealaji, A^^^ Solicitor;- 
Office of Hlie Soiieito?; of 'Airlingtdn, Virgi- 
riiia; ^irguea ^ 1^ him on the 

briyf^^^re'j^[^ 

aHd David k. Nicholson, Associate Solia-' 
tor. , 

^ Before MAYER; Chief Judge, MICHEL 
and ;CLEVEk(}ER, Cir^^^ 

: GLBVENGER, Circuit Judge. 

' Aniti Dembiczak' ^d Be^tfeon Zinbai^g 
appeal tiie rejection^ uphdd by the Board 
of Patent Appeals and Interferences, of ajl 
p^ndifig -daims in their Application No. 

heeM^ Dembiczdk, No. 
9^6rr^i54S!, . ;^^^^^^ M 43! (May 14, 19^^^^ 
B^c?aas§ tiie! Board erred in sustaining re- 
jections, of peh(JL^ as obvious 

fbr,obyiow^n^^^^ %oi)^le pat«iitiQg, . w^ 
reverse, '.V ./ . • ' " ' . 

The . invention; at issue - in this case: i§, 
generally speaking, a large trash bag made 
of orange plastic and dec6rated witJi'lines 
and fa:da fedttOreg,-kllpwing the feag^ 
filled \^tii trash or l€i^ves,' to resemble-a 
Halloween-Style pumpkin, or jack^)'-!^-' 



tern. As the inventors^ Anita Dembidzak 
and Benaoni Zinbarg (collectively, MDem- 
bimk":); note, ;the. ini^^entioB solves., the 
long-standing, .problem of '.imsightly, trash, 
bags placed :on t^e : curbs of America,, and,^ 
by fortpitoiis bappeJi^tSmGej allows iusers to, 
express their' whSmsicd or festiyje .nature; 
while property ; storing. .garbage.i:4eav^^^ or 
other household debris awaiting collection. 
Embodiments of the invention— sold under 
a variety of names, inclUdihg Gi^rtt Stifff-^ 
As^I^uftpkin, Etoins Sak, and Bag- 
O^Eun--^have "undisputedly ^be^ wfeD-^re^ 
ceived by-G6nsumers, v^ho^bought mo^re 
than seven iriiimon-'tmits iii 1990 alone. 
Indeed, ; in 1990, the popularftyi 6f :the 
pumpkin ;b^s^5erigender^d a ra^h of thefts 
around Houston, Texasi leading $oirie own- 
ers to resort to preventative n^easures, 
such as greasing the bags witlii petroleum 
jMy r^^^^t^^ them ' to fre^r ' vSee R, 
Filler, '^Ilallo^eeri Hopes Die oh the Vine," 
ffoits. Chfvk/Oct: 19, 199b; at ISA. ' 



. The-i rpad to - profits has proveidr.much 
easier than the patti to patent^ii£ 
ever,, ..,In. July 1989, ;Dpmbicz^ ,fil?d a 
utility patent application generally d^^cted 
to the pumpkin bags. In a February i992 
appeal, the Board of Piatettt Apiiiea^ and 
Interferences ("the Board")..' revised the 
Examiner's rejection, ..but. entered i: new 
grounds for rejection. : Pembiczak elected 
to contjnue prosectitipn,. filing a continua- 
tion appUcatipn{; ;tb address the new 
grounds for rejection. Thereafter, the in- 
vention made a second apfiearance before 
the Bom'd; in April 1993, when the Board 
b-dth^ sustained • the^ • Examiner^sf rejeStioh 
and'&gain entered ^new'grouhds ^foi: reject 
tidii.^ -Ag^;' a continuMon application was 
filed: (the instant appUcation): Arid ^airi 
tile Examiner's- rejection was appealed to 
theiBbard, which^sustaiiied the rejection in 
a -May 14, 1998rdfedslon; See Dembiczak, 
slip bp. at' 43. " . V V . . . 



The paterft application at^ issue iiicludfes 
claims directed to various embodiriients of 
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> IN RE DEMBICZAK ^ ; 

Citeasl75 F.3d 994 (Fed. CIr. 1999) 

the piHnpWn bag.: Claims 37, 49,51,52, 58 '%iethbd of assembling^v a .bag with the 
through 64, 66 through 69, and 72 through general eharaeteristics of apparatus claim 
81 are at issujB in this appeal. 37. }• ■= 

claims vajcy,' independent daim 14 is per- - ■ . - . v ■ . > 

haps most representatiyje: 
74. A decorative bag for use by ^ user 
with trash fiOling material, the bag 
simulating the^ general outer ap- 
' pearahce of an 'outer siuf ace bfla 
^ pTtinpkin ha^g facial indicia there- 
- on, comprising: * ' : ' 

a flexible waterproi^f '{ilaStac trashf>or 
' leaf bag hyivihg • . ' 

an outer Surface' Which is premanUf ac-^ 

tiired orange % tiAUr for the user to- 

{Stimulate %h^ feerieral appearance of 
' the outer skin of a pumpkiii, and haV- 

facial iiidida inducEfig at least tt^o of 
eye; a nose atti a mouth oh^e^ 
orange color outer surface for fortiirig 
a fade - pattern on' said orange ' color 
outfef- surface general 
out^r ^afipfeairance df ' decorative 

'[ -said fe^ or leaf bag Ti^K^g firsf arid 
' sec6rid opposite ends, at least said 
secoriLcl- end having ian dp^ilin^ fekterid^ 
• ing sub^^ittkll^^ 



of ^d tiyK^OT bag^^ftfe^ refifeMttg 
' tie'trasbfiUifagfm 

v^hOTein whetf tM%f ba^'is^ 
dps^, saii^ ti^^ 

fdrni iihd '^^ei^ai appeij^te ' a' 
' purSpkiriL wfQi afdceith^ori, ^ - ' 

All of the independent, (ifidpis pn ,a^^ 
namely 37, 52, 72, and 74,- contain 1^ 
tions that the bag must be "premanufac- 
tured orange in color," have ^facial indi- 
da," have apening6:iSUitable;for filling y^th 
trash ; material,' and^^haf-when ^filled} the 
bag'; miistrhave ^ generally ^rounded*^p- 
pearance/ Hke a pumpkin. vJtadppettdent 
daims 37, ^^2>^and 72 sdd the rlimitaticmi 
fliat the bag's/sheightvmust .at least.:86. 
inchefii • GlaSm jpqpi^^ 
mkde . ojf a . ?*we2dhei5)roof .nlate^ arid 
dainii74, ^ shpwh abdvfe, requiri6s\that the 
b^^be: '^^vaterpi^df/^; 52 . redtes a^ 



; The ,prior; art cite(i by the Board inr: 

dudes;, ' 

(1) pages ^24^25 of aibbok entitled 
Handbook for Teachers of Elemen- 
tary =Art^" by Holiday Art Activities ^ 
("Holiday'*), describing how to teach 
children to niiake a "CrepeL P^pei^^ 

^ Jack-^j-^Lantern" out of a strip 'of 
^ • orange d^pe paper, constraction pa- 
per cut-outs in the" ^hape of facial 
" featiirSs, ;^^ Vadded newsjpapers^* 
'■'-'^ fiilirig; - ' *' ^ 

(2) p^e 73 of^bopk e^ 
eryOiin^ , Book for', teachers of 
Young tJtulcireh," by Martha SKapiro 
and Yalerie Indenbaipi .^Shapiro"), 
de^^rib^ a method of 'making: a 
^'p^sfper bag puiiipW* by. stuffing a' 

, b^g w^ newspapers, painting it 
orange, and^ t^^ on facial 

. ieattires?^^ 

.10) U.S. ;F^r|^o.^^3^ Lepn-^l 
k; ar^ Kesslepp etiititledr^FAe^d^^ 
. tainer'l C!Ke3^ 

,,§ppa3Ra|xis wherein the bag dosure is 
; ^ Winpjli^hed .by the , use of folds or : 
; guesetem thebag^m^ . , 

(4) :U.S;)Ratent 1^:: Des; 310^ 

- August ^ 21, 1990J vto ' Dembioz^ 
'■'- m- (*T>embic2afc WO, design patent 
depiet&g a bag mth a jack-o'4ianterh 

(5) - as. PaMit No. De^; 317,254; issued' 
■ June 4, 1991 to Dembic^ f Deiri;^ ^ 
- bi<?^;;'^^ a" design -piteW^^^^ 

/ ingatia^A?^ 

^trasb bags. C^e . conventim 

v%.<..: ? ■ .. iL^ " 

Usihg^i thia^ art/;rthe Boacd affiimed.rl^^ 
Exaniiner's ifinafcir^jection of aU ;the inde+j 
pendent .daims : (37, . 52,. 72, 74)j. under . :35: 



UJS.G. § 103^holdihg that they woiildhave 
been .obvious in Kght>^ofi the ; conventional 
trash bags in view , of the Holiday and 
Shapiro references. The Board deter- 
mined that, in its view of the prior art, 
**the only difference between the invention 
priesently defined' 'ift the • indfepefideht 
claims on appeal and the orange plastic ^ 
trash/bags of. the^ prior art aijd the .\ise of 
such hags resides in the applicationf of the 
facial Jn^cia to the outer siui^facet ;of the 
b^;? Dembkzak, sli^) op. at:. ia The 
Board further held that the missing facial 
indicia dements were , prqvid^d by the Hol- 
iday ^tnd Shapiro references' description of 
painting . jac]^f>'-^htem , f;ace§ on paper 
bag^. - See id at 18-19. ^p^pendent claims 
49 and 79, which include a "gussete",lW^" 
tioi^^ were considered obyiou§ under simi- 
lar reasoning, "^Cept thit "the references 
cited agamist t^em. included ICessler. See 

, Tiie'9oard also affirmed the E^^sm^ 
obviousness-^ype double patenting rejec- 
tion of all the independent dadm^ in light 
of the two Dembiczak design patents C023 
and '254) and Hohday. Se^e uL at 12:| The 
Board held that the design patents depict 
3 generaUy routtded bag wiltf 
tern facial indida, knd that the Holiday 
ref^ence ' supplies the missing limitations, 
such as the ^'tlim, flexible ihaterial" of 
naanufadwre; the orstage colors the Mtial- 
ly-open uppef end, and the trash filling 
mater^. The Board also stated that the 
variou3 limitations of the dependent 
clamiST-:6.Sr., color, the inclusion of leaves 
as stuffing, and, the dimensionst^WQ^d all 
be obvious variations of the depictions in 
the Pembiczak d^^ patejxts. r S^e id, at 
8-9. , ;In additiQ^, i^ing a t\yo-way test for 
pbvipusiiessrty^^ double Vpatentdng; the 
BoE^d: hi^ld that the. claims, ojf .|Jie I^embic- 
zak design patents "do not excliide" the 
additional structural limitations of the 
pending' utility claims, and thus tlie deisign 
pat6fite'iver6' merely obvious Variations of 
the subject matter disclosed in the utility 
daims; See id at II. The Bo^d further 
upheld, bn similar grounds and with' the 
iridusion of the Kessler reference, the ob-. 



vioutoess'type double' patenting rejection 
of:^depehderit:^fiim '49; HSe^ id at 12, 

Tl^^ f*iUp^^'d, ' ve^tih^"'th^ 66urt 

Witii jurisdictiori pursuant tk)^ ^^^^ U:S:d 
§ 1295(a)(4)(A) (1994)- : ^ '• ^ - V 

; CI] A ' claimedcuinvention . is . xmpatent- 
able;if the - diffidences :bei^ the 
prior art "are such that the subject matter 
as a whoJe WQpld^^^^^ oljvious ajt the 
time the invention was madj?; to a person 
h^mg, ordinary; sj^,-^^^^ .art." 35 
U.S.G. §,10^(a) (Supp.i998); see 
v^ John Deere J3o.y U.S;: 1, 14, 86 S.Gt 
684^/15 L.Ed;2d:545, J48 USPQ 459,: 465 
(1966). The ultimate determination of 
wliether an invention is or 4s. not obvious is 
a legal conclusion based 0n underlying fac- 
ti|ai: ii^quiries; ittd\if3ing: (1) the ^cope and 
conlfent of the prio^. art; (2) the^level of 
prdii]^ skill |n;tiie prior :(3) tiie dif- 
ferences between the xjL^iipqd ijivention 
and the prior : art; -^and. (4) ; objggtiye^ evi- 
dence ..of nqijobviousness. e Or#an2^ 
383 IJ.S;at 17-18, 86 S,C!t/-684, 16,t.Ed,2d 
545,a48 UgPQ at467; MjU^ hobs^^ u 
Sh§in^^ F.2d . 870i 877, 27 

USpfed 1123,.4128 :;(E:e^ We 
therefore review the xdtim determina- 
tion ,ot%p]^ witjiput deference to 
tiie,. Bpard, , wli^ lexaumn^ ^ factual 
%^g§- for. (flesr ^or^ . ^See, e.g.,. /ri re 
ZurJ^i i^ FM l47,:i459, 46 USPQ2d 
1691, 1700 , (FeUCir.).:(^ 
granted, U.S. — — , 119 S.Ct. 401, 142 
L.Ediii 326 ti9^8): ' 

[2] ..Oiir analysis: begins 'in the text of 
section 103 quotedfi^above, with the phrase 
"at the -time the invention was made." ^ For< 
it is thifi['.plu!ase;that guards against entry. 
into.i the - *4«mpting but forbidden zone of 
hindsight," sea Loctife Corp! v.- UUraseal' 
Ltd, 781 F.2d 861, 873, 228 USPQ 90, 98 
(Ped.Cir.1985), overruled on^ other grounds 
by Nohel/pMrma AB i). (Implant Innovd^ 
tims, Inc., 141 F,3d' 1059> 46 - USPQ2d^ 
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1097 (Ped,Cir.l998), when analyzing, the 
patentability of daims pursuant to tiiat 
section. Measuring a daimed invention 
against tthe stand^urd established by section 
103 requires the oftrdifiBcult but critical 
step of casting the mind back <to the time, 
of invention, to consider the thinldng^ of 
one of ordinary slqll in the art, guided only 
by the^ prior art .reference^ and thjs then- 
accepted wisdom in the field, ^ee, ^^g^, 
W.L. GjoTe. & AB8O08,y Inc, v. Garlock, Inc*, 
721 F.2d 1540, ;,i553, 220 tJPSQ 303^ 31? 
(^ed.Cir,l;983); Close adherence to , this, 
methodology is (especially iniportant'in^ihe. 
case of less technologic^y complex ipyeuT 
tijons, wh^re the very ease Ajdth which the 
invention .can be .underctppd ijtijty prpnqipt 
one .**to faJl vi to the insidious/ eff^ 
a hindsight ^yiidrome whei^ tha^^ 
oidy jUie^ inyento^ xisie^^ against its^^ 

teacher/;^,/ci. . . \. \ '-.'^ ; 

[3] Our case law makes clear that the 
best defense against the subtle but power- 
ful attractiM of -a hiriddight^based -otivibus- 
ness^^ ajiialj^is is rigorbite appilicatibn of the 
reqidremehty for a shoWitt^ the t^hing 
or motivation' to combiiiie prior^ art i^fer- 
erices. See- 6.g.V G,K B^rdk Ifii. u MS 
SyB4 lncJ4m FM 1^0;i352,48 USPQ2d 
im,\ 1232 <Fed.Gir.l998) (d^cribihg 
**teayching dr^ s^^ [to 
combin^J'^ as an "esSfeirtial evidentiary 
compbnght^Df an obviousness hx)ldiAg^'); ^^^ 
T^^^E&Uffet, 149 Fi8d I350j ^ 1359^ 47 
USPQ2d 1453, ^^1459 (FMXar.1998) Cilie 
B&£UPd ihiM identify gp^dlfically :\ vi the 
reasons- <)rie of di«^iary-Sldll rin^:^^ 
would have beefi motivated tb^ se^ the 
ref^endes md coriibirie theaci"); M're 
972 F\2d I2g0, 126^ 23 USPQ2d^ 
1780,.^17^ ;<Fed.<;!ir.l992) C^Samiher cair 
satisfy "burdfert-^of obviousnis&s- ih light ^^of 
combihatibn "only by showing s(kh@ dbje<;- 
tive teadimg tleadiiig 1x) c6mbiiii^' 
tionf); Inre FiHerBS^ Pi2d 107i, 1076, 6 
USPQ2d 1596, 1600 (Fed.Cir.1988) (evi- 
dence of teaching or i^uggestion "essential" 
to.ravoid vhindsight);:; itsWawd Ojl^ InQJ: 
Delia : Resins li^fmdcfms, > dimi -776 
F^ '281, 297, 227 USPQ j557, 667 (Fed 



Gir;1985^ (district court's condusion of ob- 
viousness, was em)r when it "did not elud-i 
date any ifadiual teadiirigs, suggestions or; 
incentives from this prior art that showed: 
the propriety of combination"). See oLsq 
Qraham,MS8S U.S. at 18, 86 S.Gt..684, 15 
L.Ed.2d=.545,v 148, USP^ at 467 ("strid> 
observance" of factual predicates to obvi-: 
ousness condusion required). Combining 
prior art references witboiiit evidence of; 
such a suggestion, teaching, or motivation 
simply takes this inventbr^s disdosure as. a. 
blueprint for piednjg? together tlie prior art; 
to defeat ;:patentability-^the^ essence^ of 
hindsight See, e,gv,Jntercmnect FUmi- 
ning Co7y>, v, Feili 774 F.2d 1132, .1138^ , 
227 USPQ 543, ]547 (Fed.Gira985) C^e 
invention: mxist be viewed hot i with the 
blueprint drawn by the inventor^ :but .in tiie 
state of the arii that existed at the tame."). 
In this case, the Board fell; into the hind^^ 
sight trap, 

[4> 5] We have noted that evi<leride of a 
suggestion, teaching, or motivation to camr. 
bine may flow fe(^n the! prior ant refers > 
ences^themselves, th^ knowledge: of one. bf^ 
brdinary skill :in,.the art, . or, in: some cases;: 
from the- nature of the: problem 'j^^ be; 
solved^ see/Pro^Mold & TpolMpi m J^Gi. 
Lakes f'kLstics, JtHL, 75 F.3d;15^, 1573, 87 
USPQ2d 1626i X630 •(F^diPir,1996)r Parxfr- 
Chrdname:^^M^ SGS ImppHers Intern,y 
/twXv 73: F*3da085y:lO88,;37:.USPQ2d 1237^ ( 
124QdGFed;Giril995), altiiough- flthe sugges-. 
tion;mor^:jofteix: comes :frQin the teachings] 
ojE.the-:perti?ii^V Rovffei, 149: 

F;3d at :l^;;t47it3SPQ2dfM^a456> 
range of isources .available, however, does; 
not diminish the requirement for^^actpalr 
evidencev: That; is, the showing must be; 
dear arid particular. ^ See, e.g., Bard^ 
. 157i F>aa at :1352^i 48 lISPQgdj atrl232.. 
Brbad^:^ conclUsory ^'statements < regarding) 
the - te^diingv of multiple refereffc^ standi; 
iSg alone, at^fnot "e:7|deme "\ jJJ.gr.j; 
rmrry v. Arkansas B<ywer Ldght Go;r: 
mi ¥M ■ 1576,rrlS78p 27 : ..USPQ2d:-ll2%r 
^31rJ[FedCSr;1993)! CfMere: dematevand 
condusbry: statOTaerits> 4iowev^>> ^e .n(rf>; 
sufficient to .^tetaMish ^^-^ntiine issue of 
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different from that reMed upoa by:- jthe sioner to apply a neW; rationale to support 
Board, ^guiiig that one of ordinary- skill in the, rejj^ction/ ");/ see. al3o 36. U.S^Q. § . 144 
the art would^ have been motivated to c0m- (1994) (an appeal to, the Feder^ Circuit 'Is 



taken^ % tJ^P T^oihI befpre .Th^ Patent and 
Trademark Office"), Because.; the. Boar^J 
has not :^tablished a prima facie c^se of 
obviousness, see In re Bell, 99}. F.2d 781, 
783, 26: USPQ2d 1529, vi531. (Fed.(Dir.l993); 
("The PTO bears the bqrden of establish- 
ing a case of prima facie obviousness."), v^^e 
therefore: reverse the ' d)viousness r^'ec- 
tions, and have no. need to address the 
parties' arguments with respect td^econdr 
ary* factors. • 



[8, 9] Dembic^ asks this bdurt to 
reverse the'^feo^i^^s re^^^ of thfe pend- 



("a ,^esigner an^ msuiififi^ttirer of trash 
arid leaf b^ wbujd have i^ecognized the 
p^per bag in Shipiro to a ttash hag ^ 
therefore woiild have been mbtfi^ 
combine it' with the attinitted ^rior kvt 



bine .the references. Of course, in .order to 
do sq, the GpnmaiQsioner must d|o whfi^tthe: 
Board ..did , not do , below; . flakke ..specific^ 
findings of fact regarding ^;he ieYel ofiBkill 
in ; the ^^art ("a designer and manufacturer 
of tra^h and leafj bags, particulayly one 
speci^yijang in the oraa^nental,andjgj:apWQ 
desigiiVo^ such bags^'), Resp't' Br, at . 14/ the 
relationship between the fields of '^pnyen- 
tionsd triash bags an^ e^ crafts, re- 
speptiydj: C^[t]he artisan Would. al§p. ^have 
been \vell aware, of the anallairyl ciprollaiy, 
and atypical uses of^^^*^^ sucfi as 

their application in hobby; /and art pro- 
jects"), Resp't JBr. at 15, an'd't^^^^ 
features of &e prior aHi ref^^ 
woiild motivate one of ordinary sfoll in a 
particmar art to select' eleijieiits disclosed ing'claifh^^^^f^^ 

in referenc^ frona a w^^^ entin^^ ^kch i^^ doc- 

trine that seeks tp prevent Ithe apphca^ 
frprn expanding the ^ant of the patent 
right beyond the l^ite iire^^be^^ T^tle 
35. Seei e,g,, In re iBrdat, 9^1 p'M 689, 
^ ^ 592, l^lJSPQkd r-^-^ -™ 

plasne trash and leaf bags to airive M flie^ 109|)- Jn re Longi 
d^d inveiitfo^^^ Rfesp't 6r. at 15^ jj^^ m, 648l|^ed.Cir,i985). See alsp 

Contoii3sidner* klso appek^ to dti^ stddi- ^^ • * - ^ • • 

tional referehdes in support of his obvioufe- 
riess afialysis,' noting that ^t ledst two de^^ 
fiigH patents Kin the r^^^ but not cited 
against tiie pre^erifly t)ending daims) 
teach the |)laceitfaerit of ^graphical informa- 
tiph, mcluding text, desigrts, arid even fa- 
cuad^ indicia;' to colored b^gs."' ;Eesp't Br,' at 
16; This lifew ahalysi^; app^ently- ;irat 
frbin; whole cloth in^ view ^f ippealv does 
little more than highlight^fiie^ shorixKto^ 
of thje dedsion below, \aftd7 we d^icline^to! 
conisider it See, e.g:; In re' Robertson, 16dj 
Fi3d^743^746; 49 USPQ2dl949rl951^(5^dij 
C&vlW We decKrie to consider^ [tiie. 
Commissioner's] newly-minted theory as 
ari: alfematiyiB ground for upholding tiie 
agency's decision;^); In .re Som, 54 F.3d 
746, 751, 34 HSP^ 1684, 1688 (Fed.Cir. 
1995); iT^ re. Mou7t^UI, :4&9 F.2d 1320^ 
1324, 216 USP(i.lj045, 1049= (Fed-Cir.1983)^ 
(rejecting:,an::'attempt[ :]: by the Gommijsr, 




3^:ii.s,c::§ mi^m (B^mr)^ (d^cuss- 

ing patent terrn). The dpctglfle prohibits; 
d[aiins in a se^^nd pajteSpt^^ 
*icierely an obvipus variation'" pf an invenT 
tion^clsdmed by the same inventor Jn . an 
earlier patent, fiTxww^ 937 F^d s^^^ 
USPQ2d ai 1292 (quoting /?^ r« 70^ ,57: 
C.G.PJL 920, 422 F^d 438, 441, 164 USPQ 
619, 622 (CCPA 1970)). Thus, Unless a 
c^^ Ith^ l£it^ patent is. patejat- 

4>ly idisitiiict^^^^ cl^^pis.iii a^^ 
patent, tiie claim,pai^^.be;i^j^ See In 
r^ ppqdmmi , Xl F>3(1 , J046, ,vlQ52, 29 
USPQ2d 2010, 2015 (^^^^ Vpgek' 
422. F^,^tt.441,,lW ^ 6?2l. This 

qu^tion ^s.Qne pfilaw, which we. |^:v[ievv de. 
noyo. Sm (S(?p<i?na7% 11 F.34 
U3PQ2<i. at !2gi5; >. Texqs Imtmwmts/Im » 
v::,Unjifid^rStp^ 988. 
^ ^d ; 1165, ; 4179^ 26: USPQ2d WIS,: :1029 
(Fed,Cir.l993). . - : 
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[10, 11^ l^e laW pr^^ ttiat, in some^ 
very rai^6 ^(^e^,* -obl^^ double? pfiat- 

enting m&y be foxihd' betTwe^^^ 

u Wahl, 724 F.2d 932; 93^0; 220 USPQ 
481, 487 (Figd;Cir,i983) (hotMg that, wWle 



. • tl2,:lS] A<jkn(Wted^^ that the Wb^: 
way test [vm required by ^Garmaiiy 'lM 
F.2d at 040^220 USPQ at 487, the Board^ 
danduded that -^the 'design cl^M id 'eacH^ 
of appfeilahts'^ desig^h • patekfe^/does feat ' 
elude the Mtures pert^liiig td '^e con-'* 
stiikdtibn aih^ cbloir of the^agi'lihe usd-iif^" 



theo^etieally possible; - ''td]bubld 'pat^^ting . pla^c for ni^ihg thfe feag^' th^ 



is rare the cohtea^ of ^utility vei^iis 
design patesnts"); In W Thx^^^ 57 
O.G^^A 759, 418 F.2d &28y S36-37, 163 
USPQ 644; 650 (GGPA 1969) (Double pat> 
ehting betWieen a design and utiHty patent 
is possible "if the features producing the 
novel aesthetic effect of a design patent or 
application are the same as those recited 
in the claims of a utflity patent or ai^Iica- 
tiopj producing .^a j^ibyel j^j^ 



or'iHfe'lisfe; 



size or'jthickn^^s oftHe 
of : v^iApiiH' -^^ d^'Vfilling mai 
Th^ t^'™^* of the :^cia3: malicia 

■ " ^i^ii xJsIX^ J:^i::.L. ■•■ ..:^r:/4i* " 



Jpaye beei^^ ^ 
as e\ideA^d'' b^^^^ tie H 
and that' t^^ 

claiiiis of tire ^d^^igt^^^^ .pi?YiQus 
vai^is ; 6f the^^^^^^ 

d^ims,^^ "i^^^^^ slip \ op. at jl. 

We dfe;^e$.s Jn 'order for a designi l^y>^ 



re Phelaai, ^ C.Q.B^ 1023» ,?Q5; F^d 18a,, unpatentable b of obvipusuess, th^ 
98 USPQ 156i^^(^^ njT^v^ a 



81 P.2d 231, 2S U|PQ 18^: 19^^^^ 

In re Haw"!^^^^^^^ U Xt^Q 

240 <CCP4 i9?lji. In th^se ca^^ 
wax",' test" is. app]icabl[e. See Carman^ ' 724 
F^ 4949,:^0 "C^ 4^7. Under this' 
test, thiB.obvi6u3pess-ty^ double patenting 
rejection is^^ppjp^ 'only if the claliris 
of the Wb jpH^ht^ ^CT^^ ndeanir^ 
that "tlie te|tj whetB^^^ 
teir of the cldiM pf the pitterit sought to be 
inVaiidated wOulij have beefi obvibus froni 
the subject nciatfer of the 

otiifei^ pateiit, aLftd vice versa," M, 
F;^d 932; 220 USPQ at 487: oM^ 
Bmai^ dil at 593, 19 USPQ2d at 1292 
(exjdEMirig two-v^^ay'te3t). - ' . - • 

In makin^^its doutyle piatentiiig 
the Board cbhdufled that all but one of th^ 
pending: claims (D^ utility ap- 

pUicatidft wotfid have jjeeh merely an obvi- 
ous variation of the elaoms of 'ilie earlier- 
issued deagn patehfc§-^the Dembiczak *023 
arid '264 refererices--in light'fcif the Holir 
day reference. Th4 remsdnin^ claim, de^ 
piendent claim 49, Was judged obVidus in 
light of the combiriation rof ' thfeVDenibiczak 
design patents, -Holidayj arid, the Kessler*' 
reference. ' = ! ^ • 



tiie prior art, the design characteristic's "of: 
w^iuch are .^Tds^s?^^ -sarne a^- tlie 
daimed design;"" 7^^^ re^^$grdmy 90 Fi3d. 
1^0,^674, i|9 ^U3f^Q2d 45^, 1526 CFed^l 
Cir;i996);^ 673 ;:^.2d 388, 39^^! 

2;? ^^PQ ;347,- 3^^ (PCRA. 1982). ; The 
plirasg /.Tiaving ia^qisd indida ^ .^^^ 
found in^ the dainis qf the, pending utiiiy 
appMcatipu % not a desigp^pefbre^ce. that is. 
^T^asicaUy the same as the dairaed design " 
B(yrde% 90 F;3d at 1^74, 39 ,IjiSPQ2d,4. 
1526. fact, it describes prjeqio3is little 
vrtth respect i to design ' characteristics.. 
The Bpatd's :P)i^gestion ..that the - design 
details, were .simply "a matter of design! 
choice" evinces a c misapprehension of r the 
subject i^mattgr of ; desi^ patents; E.g., 
Garmm 724. ii^,2d^t 939 n, 13, 820 USPQ 
at 486 n. 13 ('lUt^tjr patents afford protec- 
tion for the mechanical; structure and func- 
tion of fm invehtiouv whereas design patent 
profSetion cdncerris the ornatmentd vor 
aesthetic features of a design,") Indeed, 
we note that the two design patents . at 
issue here^the Dembiczak '023 and '254 
patents-^were considered nohobvious over 
each oth^i and Were eveti the subject of a 
restriction requirement- ' -'See 35 - U.S.C. 
§ 121 (1994) (**If two or more independent 
and distinct inventions are 'tjlaiined in one 



8 



PENTAGEIN 'fECHNOU^JHJS INIPKRN^ Lm V. U.S. lODS 

cite as 175 FJd 1003 (Fed. Or. 1999) ^ 

application, the Coimiius^iDnep may, require:- 
the application to he nestrictecl tq; oi^e: of 
the i^v.entiops,:'0;^8T,g.F,R. §44^^^^ 
positiQiv adopted by tiie .]5pard-nth^t a \^r. 
t^al,4e^q^jp^ion of .fe^ 
the .(^ain^; of the utility. P^wt applicatipn 
makes obyious th^,specgyBlC;d^i^ 
in the (patental)ly distinct) pembiczak de- 
dgn jitots— would pres^a^^^^ 
obvidiis, ok- e^en aiitifipat^, all' d^i^ psi^' 
erits where 'a Ya6e!wa6 depicted on a b%' 
Biit tl^, of -cptirsej is' hdt the' iaw; tJie 
teidjia de'&ci^ptid^ caiin^t be^ 
Inference' '^'Taaad^y the Mfrie'^'as the - 
d^ied 'l|eMgn;' of '^the design- 'p^ntg at 
issue- herife. SoiiMi 96' F;^^d at 1'574/^g' 
USPQ2d"at 1526'(ih«errial quotation m^i^ 
diMteed). TMes Board's coMusibft of ^obvi- 
ousness is inccfeect; ' • ':'-^'-^'<''^-<-' hS 

fBecauserWe^firid that the Boapd #Ted in 
ojfidudmg, that.^tiie design ;^&feentg .,weife 
obvious .variants. . <^ the, peai^^tagji^tttility. 
claimSiif.we need not fkddr^s,;i.3to4..ither 
prong of' the WQiway; douJ^t^j pstentang> 
test-tiwhetliei; / the pemdijig ; utiKty r claims, 
arer obvious .yar^itipiiSfpf.tiie 
ter cjaimed.vjn^rthe.: design: :p,$te»ts^,s See: 
Qpmim '^24;Fc2d at .S!?Q,,23Q.USPQ.at;4§77 
(bpthjprpn^ of #e tWQrway-test requ««di 
fer^,(Ob^dp^sn-esft^^ypi^^^^^ 
Tiie. double: ^pftt^nttag .rejectio^^^ 

i iBecaitse tbei» sis np- evid^ce/iii thi6 rfe<^i 
oM of.a suggestiQjft, teacliwigi qis mtsmy 
tion v tjt) combictertttiei priot ..ajt-^ 
asserted against the p^dingiiGlajmsj^liie 
obviousness rejections are reversed. .In 




Bie' p^tfefi^g; ' 
utfli^ '(flkiiiis':#*i{b*t - r^lider • WoQs^ 
(r&ign>-p^tehis;-^e 'ai^tiBle 
tibtis'^e aisl^i^vy^.- ^' V' ■-■•''■:^'.'VriL.!h-. 
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